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1. Introduction 
 
The European patent system is based on a balance between private rights and access. This 
balance is apparently achieved through the patent bargain where private rights are only granted 
if the information revealed in a patent application provides a corresponding benefit to society. 
It is said that the short-term exclusivity granted to patentees boosts innovation and benefits the 
public long-term. This balance between private rights and access has been considered in 
European patent legislation through substantive patent law provisions and procedural 
requirements. 
 
Both the encouragement of innovation and having access to that information are in the public 
interest, but in practice, the balance often shifts in favour of the rightsholder and away from 
the public. In this chapter, it is argued that the public interest in access has been overwhelmed 
by practices that shift the balance towards the granting of patents, and thus, towards patentees. 
This has occurred through a reliance on the public interest being baked into the European patent 
system coupled with narrow interpretations of exceptions and exclusions to patentability. 
 
This chapter will first examine the underlying patent balance and the public interest, followed 
by an uncovering of the public interest within the legislation itself and in its current 
interpretation by numerous institutions. It is posited that due to the inherent nature of its 
consideration within legislation, a more detailed analysis of the public interest is missing from 
interpretation. If it is assumed that the public interest has been considered, this may restrict its 
further inclusion in deliberations. As a result, narrow interpretations are implemented without 
further consideration of the public interest. This argument is subsequently analysed by 
examining the relevant and timely interpretation of the exception to patentability relating to 
essentially biological processes by the Boards of Appeal of the European Patent Office. It is 
concluded that an open and clear avenue is required in order to invoke the public interest 
whenever necessary.  
 
Invoking the public interest is particularly key for emerging technologies. What should be 
protected in the first place, and to what extent, should be questioned with the public interest as 
the focal point in decision-making. There should be an opportunity to question the balance at 
any stage of the patent life cycle to ensure that the public interest in access is not overshadowed.  
 
It should be noted that the public interest is an elusive term. In its general conception, it fails 
to recognise and account for the reality of numerous publics with numerous interests.2 In this 
chapter, viewed from the lens of the patent balance, it is argued that the manner in which the 
patent balance is put into practice is failing publics, particularly small and medium sized 
enterprises and individuals working in particular fields, and society in general to various 
degrees. This chapter mostly makes reference to European patent law and case law. However, 

 
1 The author would like to thank the editor, Naomi Hawkins, and Mathilde Pavis for comments on an earlier 
draft of this chapter. A version of this chapter was presented at ATRIP, Nashville 2019 and the Patents and 
Emerging Technologies Workshop, London 2019. The author is grateful for the feedback received at these 
events. All links last accessed on 3 August 2021. 
2 Karen Walsh, Andrea Wallace, Mathilde Pavis, Natalie Olszowy, James Griffin and Naomi Hawkins, 
‘Intellectual Property Rights and Access in Crisis’ (2021) 52(4) IIC 379. 
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as European legislation has been implemented in many national laws, and patent systems in 
many jurisdictions rely on the same balance, the points made herein are widely applicable.  
 
2. Theoretical Underpinnings of the Patent Balance and the Public Interest 
 
The balance constructed and ostensibly preserved by the patent system is conceptually 
straightforward. Although in reality the situation is complex, broken down into simple terms 
this balance exists to maintain an equilibrium between private rights on one side and access on 
the other. The public interest emerges on both sides. This is seen in operation through the patent 
bargain.  
 
For the successful patentee, the system rewards them with an exclusive right over their 
invention. This exclusive right prevents any third party from making, using, offering for sale, 
or keeping that invention in the territory for which the right is granted.3 It restricts access. Such 
protection is granted only if the invention meets the requirements of patentability.4 It must be 
worthy of patent protection, or in other words, worthy of restricting access.  
 
Patent protection includes both costs and benefits. Innovation generally results in 
advancements in technologies that will be valued by society. New inventions provide the public 
with numerous advantages such as information, new technologies, and medical advancements 
to name a few. However, once an invention is patent protected, access is restricted, and it 
cannot be used unless permission from the patentee has been received, the patent lapses, is 
declared invalid, or the term of protection has come to an end. Therein lies the bargain and 
balance – an invention is granted patent protection only if it leads to advancements for society, 
but the right holder can restrict access to that invention for a limited time.  
 
The justifications of the patent system have been discussed at length elsewhere.5 Briefly, 
patents are said to incentivise innovation. It is argued that without the opportunity of a reward 
in the form of a patent right, there would be no incentive to innovate and no opportunity to 
recoup investment.6 It is also argued that without the patent system, information would be kept 
secret and as a result, society would benefit less from advancements in technology – that by 
having a patent system, this information is disclosed and available for use once patent 
protection ends.7 Following these arguments, this time limited restriction is seen as necessary 
to bring a benefit to society in the short-term by disclosing and providing new information, as 
well as in the long-term, once the patent has expired. Here we can see the public interest 
operating on both sides of the bargain. 
 

 
3 These are the minimum standards of protection for all members of the World Trade Organization (WTO) as 
outlined by the Agreement on Trade Related Aspects of Intellectual Property Rights 1994 (TRIPS) under Article 
28. 164 countries are currently members of the WTO.  
4 Article 27 TRIPS sets out the minimum requirements for patentable subject-matter (novelty, inventive step and 
industrial application) and provides indications on what may be excluded from patent protection. 
5 For one, see: Robert Merges, Justifying Intellectual Property (Harvard University Press 2011). 
6 Dominique Guellec, ‘Patents as an Incentive to Innovate’ in Dominique Guellec and Bruno van Pottelsberghe 
de la Potterie, The Economics of the European Patent System: IP Policy for Innovation and Competition 
(OUP2007) 49.  
7 Guellec, 49.  
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However, whether the patent system is required to encourage innovation is often questioned.8 
It has been argued that there are many other schemes that would work just as well if not better 
than the patent system, and in a more equitable manner.9 Whether the system achieves the 
purported balance or bargain that justifies it, has also been questioned.10 That it does not is 
particularly apparent alongside considerations of the existing development divide and wealth 
gap.11 It is difficult to see how the public interest in access is being balanced against the scope 
and type of private rights that are being granted.  
 
It is unlikely that the patent system will be replaced in the near future, if at all, and therefore, 
it is important that the current system operates as effectively and equitably as possible. A true 
balance between private rights and access in a way that elevates the publics interests is crucial 
to delivering this goal. As stated by Rebecca Tushnet, ‘the concept of public interest in 
intellectual property theory generally seems to mean a thumb on the scales against private 
control in certain arguments about good policy, as well as concern for distribution and not just 
for maximising utility.’12  For example, it can be used to push back against over patenting when 
subject-matter is being too broadly construed. It can be used to argue that an invention should 
not be patentable at all. However, it is argued by this author that the public interest in accessing 
innovations could and should be considered more extensively.  
 
Considering emerging technologies, this is of particular importance. Broadly speaking, 
progress in science and technology is rapidly advancing and showing no signs of deceleration. 
Both the encouragement of innovation and having access to that information are in the public 
interest, but what should be protected in the first place, and to what extent, should be questioned 
with the public interest as the focal point in decision-making at each stage in the patent life 
cycle.  
 
In order to consider where and how the public interest could be invoked more readily within 
the patent system for both existing and emerging technologies, this chapter will next outline 
where the balance currently emerges in the current system and how the public interest is 
incorporated into legislation and decision-making. 
 
3. Considerations of the Patent Balance and the Public Interest in Legislation and Decision-
Making 
 
This chapter will focus on two key points at which the balance between private rights and 
access is considered in the European patent system. First, is in the criteria for patentability 
contained in legislation. Second, is in the interpretation of those criteria. These points are 

 
8 These debates have been summarised by: Rochelle Dreyfuss, ‘In Praise of an Incentive-Based Theory’ in 
Rochelle Cooper Dreyfuss and Elizabeth Siew-Juan Ng (eds) Framing Intellectual Property Law in the 21st 
Century: Integrating Incentives, Trade, Development, Culture, and Human Rights (CUP 2018) 3-11. 
9 See, for example: Dean Baker, Arjun Jayadev and Joseph Stiglitz, ‘Intellectual Property and Development: A 
better set of approaches for the 21st Century’ (2017) available at: http://ip-unit.org/wp-
content/uploads/2017/07/IP-for-21st-Century-EN.pdf; Brian Wright, ‘The Economics of Invention Incentives: 
Patents, Prizes, and Research Contracts’ (1983) 73(4) The American Economic Review 691; James Love and 
Tim Hubbard, ‘Prizes for Innovation of New Medicines and Vaccines’ (2009) 18 Annals Health L 155. 
10 David Vaver, ‘Intellectual property: still a “bargain”?’ (2012) 34(9) EIPR 579; Mario Biagioli, ‘Weighing 
intellectual property: Can we balance the social costs and benefits of patenting?’(2019) 57(1) History of Science 
140. 
11 Margaret Chon, ‘Intellectual Property and the Development Divide’ (2006) 27 Cardozo Law Review 2821; 
Peter Drahos, ‘Reclaiming the patent social contract’ in The Global Governance of Knowledge (CUP 2010). 
12 Rebecca Tushnet, ‘Intellectual Property as a Public Interest Mechanism’ in Rochelle Cooper Dreyfuss and 
Justine Pila (eds), The Oxford Handbook of Intellectual Property Law (Oxford University Press 2017). 
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inextricably linked and play a prominent role in how the current system invokes the public 
interest. How these criteria are interpreted is often based on why the provision was first 
introduced. Further, this interpretation has an impact on how the system operates in practice, 
which subsequently has an impact on the public. 
 
3.1 The Legislation 
 
The balance that patent law seeks to achieve is manifest in both the substantive criteria for 
patentability, as well as in the procedural patent application requirements. It is also apparent in 
areas such as infringement and licensing, which have been elaborated on in other chapters of 
this book. This chapter will focus on the criteria for patentability. The substantive provisions 
include patentable subject matter, novelty, inventive step, industrial application, and the 
exceptions to patentability. The procedural requirements include sufficiency, clarity, unity and 
added matter. Each will be briefly taken in turn to determine the extent to which the public 
interest is built into the patent system.  
 
a) Patentable Subject-Matter 
The subject-matter of a patent application must be an invention that is not excluded from 
patentability. Subject-matter will be excluded if it is: a discovery, scientific theory, or 
mathematical method; a literary, dramatic, musical or artistic work; an aesthetic creation; a 
scheme, rule or method for performing mental acts, playing games or doing business; a 
computer program; or the presentation of information, as such.13 
 
Excluding such subject-matter from patent protection has a clear public interest rationale. For 
some, protection would be unjust as the subject-matter should be free for all to use. For others, 
the subject-matter is protected elsewhere. For all, the subject-matter does not meet the 
requirement of being an invention. The main requirement for subject-matter to be considered 
an invention is that it is technical and not excluded. Thus, the common theme behind these 
exclusions is that they are mostly abstract rather than specific and technical. This requirement 
ensures that a patent is not granted for subject-matter without a technical character or 
contribution, depending on the jurisdiction.14 This should ensure that society is only restricted 
from accessing the invention if it contributes something of a technical nature or advancement.  
 
b) Novelty 
The invention must also be new.15 It cannot form part of the state of the art, or in other words, 
it cannot have been made available to the public before the priority date of the application. The 
state of the art is incredibly broad. It includes disclosures that are either written or oral, by use, 
or any other manner.16 There are some restrictions on the state of the art. For example, 
disclosures made in a breach of confidence are not included, mosaicking pieces of prior art 
together is not permitted, and the disclosure must be one that enables the person skilled in the 
art to make the invention work. However, the rationale behind the provision clearly has the 
public interest in mind. The novelty requirement operates to ensure that inventions that have 
previously been revealed to the public are not granted protection and in turn, the public is not 
restricted from benefitting from an invention that already exists.  
 

 
13 Article 52 EPC. 
14 For a detailed analysis on the requirement of invention, see: Justine Pila, The Requirement for an Invention in 
Patent Law (OUP 2010). 
15 Article 54 EPC. 
16 Article 54(2) EPC. 
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c) Inventive Step 
The requirement of inventive step necessitates that the invention makes a contribution to the 
state of the art.17 The steps taken from the prior art to the invention must not be obvious to the 
person skilled in the art. The patent balance is clearly apparent in this requirement. An 
invention will not be granted protection if it provides an obvious improvement to previously 
existing subject matter. Although there have been numerous approaches to determining 
whether an invention involves an inventive step,18 the main question asked by this provision is 
whether the invention is obvious. The focus here is on the quality of the invention, which adds 
another layer to the examination and further consideration of the public interest.  
 
d) Industrial Application 
An invention must also have industrial application, or in other words, a useful purpose.19 For 
many inventions, this requirement is very easy to overcome as most inventions that are new 
and inventive will have a useful purpose.  
 
However, the industrial application requirement is particularly important when considering 
inventions in the field of biotechnology and emerging technologies. Advancements in these 
fields are time and resource intensive. Important developments occur, resulting in new 
findings. In some situations, the use of particular findings will not be entirely clear. The 
industrial application requirement operates in these situations to prevent the grant of patents 
over subject-matter where its use is not certain.20 This can also prevent overly broad patents 
being granted in areas of new development and emerging technologies. The public interest in 
maintaining access within the patent balance is evident here. If patents were granted in such 
cases, others would be prevented from further innovation and the public would be 
disadvantaged by this.  
 
e) Exceptions 
There are also multiple exceptions to patentability. A patent will not be granted for an invention 
the commercial exploitation of which would be contrary to ordre public or morality; a plant or 
animal variety or essentially biological process for their production (excluding microbiological 
processes); or for methods of treatment of the human or animal body (excluding products for 
use in any method).21 The subject-matter in question could be a new, inventive, industrially 
applicable invention, but may not be granted patent protection if it falls within one of these 
exceptions. The justifications behind the exceptions to patentability are based on public policy. 
Specific consideration as to when patents should and should not be granted based on particular 
public interests is unmistakable.  
 
For example, patents should not be granted on inventions where it would be immoral to 
commercially exploit them. There are also a number of specific morality-based exceptions that 

 
17 Article 56 EPC. 
18 At the EPO, this requirement is determined by the problem and solution approach (EPO Guidelines for 
Examination, March 2021, G.VII.5). In the UK, the inventive step requirement is determined by the 
Windsurfing/Pozzoli test (Paul Cole and Richard Davis, CIPA Guide to the Patents Acts (9th ed, Sweet & 
Maxwell 2020), 3.05). Although different tests operate to determine obviousness, whether the end results would 
differ is questionable as they are mainly used to provide a structure towards answering the same question. See: 
Actavis v ICOS, [93-96]. 
19 Article 57 EPC. 
20 This aspect of the requirement was considered in T 0018/09 Neutrokine/HUMAN GENOME SCIENCES off 
21.10.2009 and Human Genome Sciences Inc v Eli Lilly and Company [2011] UKSC 51, where it was held that 
it is now a requirement that the use of biotechnological inventions is disclosed in the patent application. 
21 Article 53 EPC. 
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were introduced following developments in the biotechnology sector. The Implementing 
Regulations of the EPC, which incorporate provisions from the EU Biotech Directive,22 state 
in Rule 28 that patents will not be granted for inventions that concern processes for ‘cloning 
human beings; processes for modifying the germ line genetic identity of human beings; uses 
of human embryos for industrial or commercial purposes; processes for modifying the genetic 
identity of animals which are likely to cause them suffering without any substantial medical 
benefit to man or animal, and also animals resulting from such processes’.23 
 
Plant varieties were protected under an alternative system and excluded to avoid dual 
protection, and animal varieties were similarly intended to be protected under an alternative 
system.24 Their exception was therefore also based on avoiding the unfair possibility of dual 
protection. Essentially biological processes were seen as natural rather than man-made 
processes.25 Finally, it was reasoned that methods of treatment should be freely available for 
doctors/vets to use on patients without the fear that they would be subject to a case of patent 
infringement. 
 
The public interest is core to these provisions. They provide the opportunity for the public to 
oppose patent protection on subject-matter that would be detrimental to society, even if the 
invention in question meets every other requirement for patentability.  
 
f) Sufficiency 
Moving on to procedural requirements, the invention must be sufficiently disclosed in the 
patent application.26 This requirement ensures that the detail on how to make the invention in 
question are provided for in a manner that is clear and complete enough for it to be replicated 
by the person skilled in the art, without undue burden. 
 
The balance between the interests of the inventor and the public are undoubtedly apparent 
within this requirement. Without sufficient disclosure, the public would not be able to make 
use of the subject-matter at the end of the period of protection. However, there is no 
requirement that the best method is disclosed, only one method. Patent applicants will therefore 
attempt to keep as much information as possible to themselves to remain at a competitive 
advantage once patent protection expires. 
 
g) Clarity and Amendments 
There are additional procedural requirements operating to ensure that the application and the 
procedures around it are conducted in a fair manner. For example, the claims must be clear and 
concise so that once the patent expires, the information contained therein is useful to the 
public.27 This provision operates in the public interest as it restricts the patent applicant from 
making their application so complicated that it would be unintelligible to the person skilled in 
the art. The application must also relate to a single invention, unless multiple inventions are 
linked by a single concept, so that the patentee is only afforded protection to one invention 

 
22 Directive 98/44EC of the European Parliament and of the Council of 6 July 1998 on the legal protection of 
biotechnological inventions (Biotech Directive). 
23 Rule 28(1) Implementing Regulations of the EPC. 
24 The International Union for the Protection of New Varieties of Plants 1961 (UPOV). As can be seen from the 
Travaux Préparatoires, national legislatures were ‘at liberty to provide for the grant of national patents for new 
plant varieties’ but European patents would not be allowed. This applied also to the patentability of new animal 
species. Text available at: https://www.epo.org/law-practice/legal-texts/epc/archive/epc-1973/traveaux.html.   
25 This provision will be discussed in a detailed case study below.  
26 Article 83 EPC. 
27 Article 84 EPC. 
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rather than bundling a number of inventions under one application in order to save time and 
money.28 Finally, if the claims are being amended during various proceedings, this cannot be 
done in a way that adds matter to the application.29 This can prevent the patentee from being 
awarded with a broader scope of protection than that originally intended. 
 
h) Evaluation 
It is clear that the European patent system has been constructed in an attempt to balance the 
interests of inventors with access to inventions. The public interest is inherently considered in 
most if not all of the requirements for and exceptions to patentability. Excluding patents on 
particular types of subject-matter, requiring that an invention is new, inventive, capable of 
industrial application, providing exceptions to patentability in areas concerning public policy, 
requiring sufficient disclosure, all invoke the public interest. While some of the criteria are 
more public focussed than others, they appear to provide a high bar for protection. However, 
how these criteria are interpreted and implemented in the systems in which they operate can 
have a profound impact on the balance between private rights and access.  
 
3.2 Interpretation 
 
These provisions are subject to interpretation by numerous institutions at numerous stages and 
levels. If the national route to protection is taken, the patent application will be examined by a 
national patent office examiner. If a case comes before a national court, national judges, 
possibly at multiple levels, will interpret the law and make a decision based on the practice in 
that country. This could occur in relation to the same invention in multiple countries. If the 
application involves a biotechnological invention, national courts may have to refer a question 
to the Court of Justice of the European Union (CJEU) if there is uncertainty surrounding the 
interpretation of the provisions of the Biotech Directive.30  
 
If the European route to protection is taken, applications will be examined by a European Patent 
Office (EPO) examiner. If an opposition is raised before the EPO, the Opposition Division will 
make further decisions in relation to grant. If that decision is appealed, the case will appear 
before the Boards of Appeal, and possibly the Enlarged Board of Appeal. If a unitary patent 
and unified patent court are introduced, this will add further decision-making institutions.  
 
Clearly, there are multiple opportunities for different bodies to interpret European patent law 
provisions. Although the law in this area has been harmonised to a certain extent and there 
have been and are attempts for further harmonisation,31 the provisions can be and have been 
interpreted in different ways by different countries and different institutions.32 How the criteria 
for patentability are interpreted can have a significant impact on the balance that patent law 
seeks to achieve.  
 
The aforementioned institutions are particularly aware of the patent bargain as it is explicitly 
noted in multiple cases before the UK Courts and the Boards of Appeal.  
 

 
28 Article 82 EPC. 
29 Article 123 EPC.  
30 Directive 98/44EC of the European Parliament and of the Council of 6 July 1998 on the legal protection of 
biotechnological inventions (Biotech Directive). 
31 See: Justine Pila, ‘The European patent: an old and vexing problem’ (2013) 62(4) ICLQ 917. 
32 See, for example, various national case law in Improver v Remington.  
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In most of the recent relevant decisions of the UK Supreme Court (UKSC), the patent bargain 
has been explicitly acknowledged. In Warner Lambert v Mylan and Actavis v ICOS the UKSC 
cited a quote by Lord Mansfield from 1778 summarising justifications for the patent system:  
 

The condition of giving encouragement is this: that you must specify upon record your 
invention in such a way as shall teach an artist, when your term is out, to make it - and 
to make it as well by your directions: for then at the end of the term, the public shall 
have benefit of it. The inventor has the benefit during the term, and the public have the 
benefit after.33 

 
In both cases, the UKSC went on to discuss the patent bargain in more detail. In Warner 
Lambert v Mylan, it was stated that ‘Elementary as it is, it is worth reminding oneself at the 
outset of the juridical basis on which patents are granted, sometimes called the “patent 
bargain”. The inventor obtains a monopoly in return for disclosing the invention and dedicating 
it to the public for use after the monopoly has expired. The principle remains the foundation of 
modern patent law.’34 The same description of the patent bargain appeared in Actavis v ICOS.35 
It has also arisen in both Regeneron v Kymab and United Wire v Huawei.36 In Regeneron v 
Kymab the UKSC considered this in relation to sufficiency – that if the invention had not been 
sufficiently disclosed, the bargain would not be achieved.37 Again, in United Wire v Huawei, 
the court’s starting point was the patent bargain.38 
 
The bargain has also been raised in EPO jurisprudence. The Boards speak of the principle of 
the patent monopoly corresponding to the technical contribution of the invention and that the 
requirements of support and sufficiency serve to ensure that principle: ‘The general legal 
principle that the extent of the patent monopoly, as defined by the claims should correspond to 
the technical contribution to the article in order for it to be supported, or justified.’39 This 
general legal principle, first outlined in EXXON, has since been cited in numerous cases, 
particularly as the background to the requirement of sufficiency, but has also been taken 
further. In AGREVO the Board applied the principle in relation to inventive step: ‘It has for 
long been a generally accepted legal principle that the extent of the patent monopoly should 
correspond to and be justified by the technical contribution to the art. … [T]his general legal 
principle was applied in relation to the extent of the patent protection that was justified by 
reference to the requirements of articles 83 and 84 EPC, the same legal principle also governs 
the decision that is required to be made under article 56 EPC, for everything falling within a 
valid claim has to be inventive.’40  
 
It is clear from these few examples, that decision-making bodies acknowledge the patent 
bargain and the balance that is at the core of the European patent system. However, it appears 
that this consideration is a starting point or background to the main analysis. The bargain 
appears to be something that is considered as baked into the system, and therefore, by analysing 

 
33 Warner Lambert v Generics (UK) Ltd t/a Mylan [2018] UKSC 56, [17]; Actavis Group v ICOS Corporation 
[2019] UKSC 15, [53]. 
34 Warner Lambert v Mylan, [17]. 
35 Actavis v ICOS, [53]. 
36 Regeneron Pharmaceuticals Inc v Kymab Ltd [2020] UKSC 27; United Wire International v Huawei 
Technologies, Huawei Technologies v Conversant Wireless Licensing SÀRL, ZTE Corporation v Conversant 
Wireless Licensing SÀRL [2020] UKSC 37. 
37 Regeneron v Kymab, [23]. 
38 United Wire v Huawei, [2]. 
39 T 0409/91 Fuel Oils/EXXON of 18.3.1993, 3.3.  
40 T 0939/92 Triazoles/AGREVO of 12.9.1995, 2.4.2. 



 9 

the provision in question, be it patentable subject-matter, sufficiency, or inventive step etc, the 
court considers the bargain itself. This impression was summed up quite neatly by Lord Hodge 
in Actavis v ICOS, where he stated that: ‘The general principle that the extent of the patent 
monopoly should correspond to and be justified by the actual technical contribution to the art 
is thus part of the jurisprudence of both the EPO and the UK courts and, as observed in Generics 
v Warner-Lambert… “the principal conditions of validity, novelty, inventive step, industrial 
application and sufficiency are all, in one way or another, directed to satisfying the principle 
thus expressed”. There is therefore a balance or symmetry in patent law.’41 He went on to say 
that the ‘patent bargain which Lord Mansfield described and the EPO has used as an 
overarching principle… underpins and creates a symmetry between the various provisions of 
the 1977 Act which govern the validity of a patent.’42 This underpinning is then relied upon in 
order to continue with the decision-making process based on a specific provision with the 
assumption that the public interest has already been thoroughly considered. It is possible that 
this restricts the courts from considering public interest aspects in further detail, which may 
have an impact on the overall decision.  
 
Despite the recognition of the balance in these and many other cases, decisions creating 
imbalance remain. In a number of cases, particularly those relating to the exclusions and 
exceptions to patentability, the criteria for patentability are interpreted in a particularly narrow 
manner, causing a shift in the patent balance, impacting the public interest.43 The shifting 
balance and its impact on the public has been clearly apparent in relation to the exception on 
the patentability of essentially biological processes. In the next section, this chapter will 
undertake an examination of the development and interpretation of this provision in order to 
display the impact that reliance on the baked-in bargain and narrow interpretations of 
exceptions to patentability can have on the public.  
 
4. Products resulting from Essentially Biological Processes 
 
As noted above, essentially biological processes are not patentable. Article 53(b) EPC states 
that ‘European patents shall not be granted in respect of essentially biological processes for the 
production of plants or animals.’ There is a long history attached to this exception and it has 
been the subject-matter of multiple cases before the Enlarged Board of Appeal.44 This section 
will consider the historical background of Article 53(b) EPC, its interpretation in the Broccoli, 
Tomatoes and Peppers decisions, the issues that have arisen as a result, as well as the response 
to and impact of these decisions. This examination will provide a clear example of how the 
balance within the patent bargain can shift between the parties involved, and the resulting 
impact of this on the public interest.  
 
Article 53(b) EPC was based on Article 2(b) of the Strasbourg Patent Convention (SPC).45 In 
an examination of preparatory documents of the Conventions, Justine Pila found that had the 

 
41 Actavis v ICOS, [57]. 
42 Actavis v ICOS, [82]. 
43 For an overview, see: Sigrid Sterckx and Julian Cockbain, Exclusions from Patentability: How far has the 
European Patent Office Eroded Boundaries? (CUP 2012). 
44 On the history of the provision, see: Sigrid Sterckx and Julian Cockbain, Exclusions from Patentability: How 
far has the European Patent Office Eroded Boundaries? (CUP 2012) Chapter 6; Justine Pila, ‘Article 53(b) 
EPC: A Challenge to the Novartis Theory of European Patent History’ (2009) 72 Modern Law Review 436; and 
Sigrid Sterckx, ‘Is the Non-Patentability of “Essentially Biological Process” Under Threat?” (2010) 13(1) The 
Journal of World Intellectual Property 1, 2-5. 
45 Convention on the Unification of Certain Points of Substantive Law on Patents for Invention 1963 
(Strasbourg Patent Convention, SPC). 
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framers of the EPC investigated the background of Article 2(b) SPC, they would have found 
that the intention behind it was to avoid unifying ‘aspects of law affected by public interest 
issues,’ because the drafters believed that they did not have the expertise necessary to decide 
on the issue, and due to divergences in national laws.46 It appears that instead, the inclusion of 
this provision in the EPC was considered more so in relation to the creation of a ‘common 
patent code’.47 
 
In the Travaux Préparatoires in relation to the SPC, it can be seen that the wording of this 
exception was changed from ‘purely biological processes’ to ‘essentially biological processes.’ 
This change is detailed in the documents where it is stated that: 
 

‘The text now specifies that the processes which may be ineligible for patents are 
essentially (and no longer purely) biological. It was evident that this exclusion should 
be extended to cover processes which were fundamentally of this type even if, as a 
secondary feature, “technical” devices were involved (use of a particular type of 
instrument in a grafting process, or of a special greenhouse in growing a plant), it being 
understood that such technical devices may perfectly well be patented themselves, but 
not the biological process in which they are used.’48 

 
This wording was also used in the EPC. However, in relatively recent practice, uncertainty 
arose relating to the meaning of ‘essentially’ biological processes. This was discussed by the 
Enlarged Board of Appeal in Novartis II, where three possible approaches were raised, but no 
indication as to which one would be preferred was provided.49 The Novartis II decision was 
seen as a very narrow interpretation of the exception as it only excluded inventions claiming 
plant varieties directly, which did not include claims that encompassed plant varieties.50   
 
Uncertainty remained and in later case law further confusion emerged relating to the 
explanation of the term ‘essentially’ in Rule 26(5) of the Implementing Regulations, which was 
incorporated from Article 2(2) of the Biotech Directive.51 The provisions of both state that ‘A 
process for the production of plants or animals is essentially biological if it consists entirely of 
natural phenomena such as crossing or selection.’ As crossing and selection involves human 
intervention, it was unclear how that could be considered essentially biological and what else 
might also be included.  
 
4.1 Broccoli & Tomatoes I 
 
This question was referred to the Enlarged Board of Appeal in two cases. The Enlarged Board 
decided to consolidate these cases and gave a joint decision in G2/07 and G1/08 (Broccoli & 

 
46 Pila (2009), 441. 
47 Pila (2009), 441. 
48 Travaux Préparatoires, Article 53 EPC, available at: https://www.epo.org/law-practice/legal-
texts/epc/archive/epc-1973/traveaux.html. 
49 G1/98 Transgenic plant/NOVARTIS II of 20.12.1999, p5. This decision was a very narrow interpretation of 
Article 53(b) EPC as it allows a claim that does not specify plant varieties but may encompass them. 
50 Sigrid Sterckx and Julian Cockbain, ‘The patentability in Europe of plants produced by conventional plant 
breeding processes: the European Patent Office Enlarged Board of Appeal cases G-2/12 Tomatoes II/STATE 
OF ISRAEL and G-2/13 Broccoli II/PLANT BIOSCIENCE’ (2015) 37(4) EIPR 193, 193. 
51 Implementing Regulations to the Convention on the Grant of European Patents of 5 October 1973 (as 
amended). 
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Tomatoes I) where it elaborated further on the meaning of ‘essentially biological process’.52 
The relevant claims related to methods for breeding broccoli with elevated levels of anti-
carcinogenic substance and tomatoes with reduced water content.  
 
The Enlarged Board considered the Travaux in its decision and came to the conclusion that the 
change in terminology described above was intended to limit what was patentable to processes 
that involved more than routine technical measures, that is where the ‘technical measures used 
are only means serving to bring about the process for the production of plants which are 
otherwise based on biological forces.’53 To be patentable, and thus not an essentially biological 
process, it was held that the process must involve ‘an additional step of a technical nature, 
which step by itself introduces a trait into the genome or modifies a trait in the genome of the 
plant produced.’54 The intention of the provision was considered, however, this was as 
background to the decision-making process. The Enlarged Board focused on the technical 
aspects of the case with little additional consideration of the public interest. 
 
This joint decision somewhat resolved the question concerning what is considered an 
‘essentially’ biological process. There was a mixed response to this decision. Some 
commentators were uplifted by the decision,55 but for others uncertainty remained and concerns 
arose that unnecessary steps of a technical nature would be incorporated in order to bypass the 
exception.56 The cases were remitted to the Technical Boards of Appeal for a decision on 
patentability of the inventions in question. Following the guidance from the Enlarged Board, 
the patentees amended their claims to remove reference to the processes involved but retained 
claims on the products resulting from the essentially biological processes (as product-by-
process claims). This raised yet another issue on the interpretation of the exception in Article 
53(b) EPC. The legislation does not state whether the products resulting from such a process 
are patentable. As a result, the Technical Board of Appeal once again referred questions to the 
Enlarged Board of Appeal in both cases, on this occasion relating to the patentability of 
products that are the direct result of an essentially biological process.  
 
4.2 Broccoli & Tomatoes II 
 
In G2/12 and G2/13 (Broccoli & Tomatoes II), the Enlarged Board of Appeal interpreted 
Article 53(b) EPC quite narrowly and concluded that the products of essentially biological 
processes are patentable.57  
 
The Enlarged Board applied numerous methods of interpretation to arrive at this decision. 
Considering the historical interpretation, reference was made to the legislator’s intention as 
determined in Broccoli & Tomatoes I and it was pointed out that the Travaux were silent on 
the patentability of resulting products. On this basis, the Board concluded that there was no 
reason in the Travaux to exclude such a product from patentability.58  

 
52 G2/07 Broccoli/PLANT BIOSCIENCE of 9 December 2010 and G1/08 Tomatoes/STATE OF ISRAEL of 9 
December 2010. For a detailed case background and analysis of the questions referred, see: Sterckx (2010). 
53 Broccoli & Tomatoes I, 66.  
54 Broccoli & Tomatoes I, 69. 
55 Sterckx and Cockbain (2012), 187. 
56 Sven JR Bostyn, ‘Resolving the conundrum of the patentability of plants produced by an essentially 
biological process: squaring the circle?’ (2013) 35(7) EIPR 383, 387; and Andreas Hubel, ‘Essentials on 
essentially biological processes for the production of plants: Decisions G2/07 (Broccoli case) and G1/08 
(Tomatoes case) of the Enlarged Board of Appeal of the EPO’ (2011) 33(5) EIPR 328, 329. 
57 G2/12 Broccoli II of 25 March 2015 and G2/13 Tomatoes II of 25 March 2015. 
58 Broccoli & Tomatoes II, VII, 5(5) and 6(1). 
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The Board also deliberated over secondary considerations, making clear that these issues 
related to ‘questions of law rather than to economic, social and ethical aspects’.59 On a dynamic 
interpretation, where the Board considers developments in the area since the implementation 
of the EPC, it found no reason that the legislator’s intention would be different today. It also 
discussed the issue of legal erosion.60 Allowing a patent on the product of an essentially 
biological process arguably makes the exception in Article 53(b) redundant. Patent protection 
over a product or product-by-process also encompasses the process used to make the invention. 
Allowing such patents in this situation thus bypasses the process exception. A number of 
national courts had taken a similar position, and these were also considered.61 However, the 
Board disagreed. Referring again to the legislator’s intention, it came to the conclusion that 
broadening the scope of the exception would not erode the provision but instead, it would 
introduce an inconsistency in the EPC because material other than plant varieties could 
generally be protected.62  
 
This decision effectively displays the EPO custom of narrowly interpreting exceptions and 
exclusions to patentability, as well as the reluctance towards considering public interest issues. 
It was heavily criticised.63 Such interpretative practices have an immediate effect on the public 
and the impact of the interpretation in the case at hand is significant from a societal perspective. 
Allowing patents on such products has an impact on farmers rights, crop resistance to climate 
change and food security. However, these public interest issues were not given the attention 
required. The Enlarged Board was clearly aware of such aspects, and even went so far as listing 
those that were documented and raised in amicus curiae briefs. Even more clearly, it stated that 
‘considering such general arguments in the present referrals does not fall under the judicial 
decision-making powers of the Enlarged Board…It is not mandated to engage in legislative 
policy’.64 However, it is not restricted from doing so and by not considering such issues, this 
decision is lacking the wholistic interpretation necessary to ensure the balance that the patent 
system relies on. Further, that the Enlarged Board considered these issues to be policy issues 
and outside the realm of decision-making highlights the perception that public interest matters 
are a part of patent law only to the extent that they have been written into legislation and will 
not be considered otherwise. This approach is constraining and prevents progress on a societal 
level. 
 
4.3 European Commission Notice and Administrative Council Amendments 
 
Following the response to this decision, the European Commission was called on by Parliament 
to urgently review certain aspects of the Biotech Directive, including the scope and 
interpretation of the comparable provision excluding from patentability essentially biological 

 
59 Broccoli & Tomatoes II, VIII(2).  
60 Broccoli & Tomatoes II, VIII, 2. 
61 For example, as elaborated on in Julian Cockbain and Sigrid Sterckx, ‘Are products of essentially biological 
processes patentable in Europe? The purple radish sprouts case in the Netherlands’ (2012) 34(6) EIPR 422, the 
Dutch courts did not allow a patent on a radish obtained by means of an essentially biological process (Taste of 
Nature v Cresco). Legislation in Germany also provided that products resulting from essentially biological 
processes would not be patentable.  
62 Broccoli & Tomatoes II, VIII, 2(6)(a). 
63 See: Timo Minssen and Ana Nordberg, ‘The Impact of Broccoli II & Tomato II on European patents in 
conventional breeding, GMO’s and Synthetic Biology: The grand finale of a juicy patents tale?’ (2015) 34(3) 
Biotechnology Law Report 81, available at https://papers.ssrn.com/sol3/papers.cfm?abstract_id=2607865, 21. 
64 Broccoli & Tomatoes II, VIII, 2(6)(c). 
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processes for the production of plants or animals (Article 4).65 A Commission Notice was 
published in November 2016 which stated that the EU legislator’s intention with regard to 
Article 4 was that products of essentially biological processes would not be patentable – 
contrary to the decision of the Enlarged Board in Broccoli & Tomatoes II.66 The Commission 
did recognise the limitation of their assessment and noted that only the CJEU could provide a 
legally binding decision on the interpretation of the Biotech Directive, leaving open the 
possibility for a divergent opinion from the CJEU. 
 
Subsequent to the publication of the Commission Notice, the Administrative Council of the 
EPO made the surprising decision to amend the Rules relating to the EPC to indicate that 
products resulting from essentially biological processes would not be patentable. In June 2017, 
with a significant majority of the Administrative Council in agreement (35/38), Rule 27 was 
amended to include reference to the new Rule 28(2) which states that: ‘Under Article 53(b) 
EPC, European patents shall not be granted in respect of plants or animals exclusively obtained 
by means of an essentially biological process.’67 The legality of this amendment has been 
doubted by academics, practitioners, industry and governments.68 The Administrative Council 
has the competence to amend the Implementing Regulations by three-quarter majority,69 and 
to amend the Convention to bring it ‘into line with an international treaty relating to patents or 
European Community legislation relating to patents’ by unanimity.70 The amendment to the 
Implementing Regulations, inserting Rule 28(2), results in a challenge to the established 
interpretation of Article 53(b) EPC, or in other words, could be considered as an amendment 
to the Convention. By introducing this provision as an amendment to the Implementing 
Regulations, the Administrative Council bypassed the requirement for unanimity, which has 
caused many concerns in the patent law community.71  
 
Nevertheless, proceedings that had been postponed were resumed, including an opposition 
action against another patent on broccoli, which was successful on the basis of the newly 
introduced Rule 28(2).72 Furthermore, a patent for an extremely green blocky pepper was 
rejected by the Examining Division for the same reason. This resulted in an appeal being filed, 
triggering another significant chapter in this debate. 
 
4.4 Blocky Peppers and the President’s Referral 
 

 
65 European Parliament resolution of 17 December 2015 on patents and plant breeders’ rights (2015/2981(RSP)) 
(2017/C 399/22). 
66 Commission Notice on certain articles of Directive 98/44/EC of the European Parliament and of the Council 
on the legal protection of biotechnological inventions (2016/C 411/03). 
67 Exclusion from patentability under Article 53(b) EPC of plants and animals produced by essentially 
biological processes – amendment of Rules 27(b) and 28 EPC (CA/56/17), 6 June 2017; Decision of the 
Administrative Council of 29 June 2017 amending Rules 27 and 28 of the Implementing Regulations to the 
European Patent Convention (CA/D 6/17), 29 June 2017; Update on the patentability of inventions concerning 
plants and animals under the EPC (CA/PL 3/18), 30 Jan 2018. 
68 This is apparent from the amicus curiae briefs filed in response to case G3/19, detailed further below.  
69 Article 33(c) EPC and Article 35(2) EPC. 
70 Article 33(b) EPC and Article 35(3) EPC. 
71 These concerns are clearly apparent in a significant number of amicus curiae briefs filed in relation to case 
G3/19, discussed in detail below. 
72 This decision was appealed and the revocation was overturned in T2840/18 Broccoli type/SEMINIS of 19 
February 2021 implementing the decision in G3/19 Pepper (follow-up to “Tomatoes II” and Broccoli II”) of 14 
May 2020.  
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In T1063/18, the Technical Board of Appeal heard the appeal relating to the extremely green 
blocky pepper.73 In the Board’s reasoning it was decisively stated that Rule 28(2) conflicted 
with the decision of the Enlarged Board in Broccoli and Tomatoes II.74 It was determined that 
Rule 28(2) had amended the meaning of Article 53(b) EPC as interpreted by the Enlarged 
Board, that this was beyond the competence of the Administrative Council, and therefore it 
should not be taken into account.75  
 
The Board referred to Article 164(2) EPC in their decision, which provides that ‘in case of 
conflict between the provisions of the Convention and those of the Implementing Regulations, 
the provisions of the Convention shall prevail,’ and decision T39/93 which determined that the 
meaning of an Article, as interpreted by the Enlarged Board, cannot be overturned by a Rule.76 
As a result, products resulting from essentially biological processes were deemed to be 
patentable again.  
 
The decision, unsurprisingly, caused a stir. Meetings were held where views were exchanged 
by the Committee on Patent Law, the EPO, representatives of the 38 EPO Contracting States, 
and the European Commission. Due to the uncertainty generated, it was decided that the 
President of the EPO would make a referral to the Enlarged Board of Appeal (G3/19).77 The 
President has the authority to refer questions on points of law to the Enlarged Board but only 
in certain specific and restricted circumstances, that is, ‘where two Boards of Appeal have 
given different decisions on that question.’78 The Technical Board of Appeal in Peppers had 
not decided refer this case because in its view, there was no conflicting case law.  
 
Regarding the conflicting cases, the President argued that the different decisions related to how 
a conflict between Article 53(b) EPC and a Rule clarifying its meaning is examined under 
Article 164(2) EPC.79 By relying on T39/93, the Board of Appeal in Peppers was in conflict 
with G2/07, which did not endorse the approach taken towards Article 164(2) EPC in T39/93.80 
The President also argued that if this argument was not accepted, the referral should be 
admissible by ‘analogy’ because ‘where the impossibility for the Office to bring its 
examination practice in line with the law results from a conflict between an EPC Rule and a 
single decision of one Board of Appeal…the situation is comparable.’81 Both lines of argument 
appear to stretch the bounds of Article 112 EPC to its breaking point. 

 
73 T1063/18 Extreme dark green, blocky peppers/SYNGENTA of 5 December 2018 (Peppers). 
74 Peppers, 46. 
75 Peppers, 36. 
76 Peppers, 26. 
77 ‘Referral of a point of law to the Enlarged Board of Appeal by the President of the European Patent Office 
(Article 112(1)(b) EPC) – G3/19’ available at: 
http://documents.epo.org/projects/babylon/eponet.nsf/0/09D15FA10C1A3A55C125856C0057B988/$File/Refer
ral%20under%20Art.%20112(1)(b)%20EPC_G%2003-19.pdf (President’s Referral). On the uncertainty created, 
see: Ángela Martínez López, ‘Decision T1063/18 of the EPO Technical Board re-sows the seed of uncertainty 
for the patentability of plant products derived from essentially  biological processes’ (2020) 42(1) EIPR 19. 
Another position taken was that the Board in Peppers did not have the competence to make such a decision in 
the first place: Aloys Hüttermann, ‘Who decides if there is a conflict between Implementing Regulations and 
Articles of the European Patent Convention’ (2019) 14(12) JIPLP 958. 
78 Article 112(1)(b) EPC. 
79 President’s Referral, 18. 
80 President’s Referral, 12, 13.  
81 President’s Referral, 30. For a detailed account of the President’s Referral, see: Emanuela Gambini, ‘Settling 
the Patentability of Products Obtained from Essentially Biological Processes: The EPO President’s Referral to 
the Enlarged Board of Appeal in the Aftermath of “the Pepper Case”’ (2019) 10 European Journal of Risk 
Regulation 587, 591-596. 
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In response to the communication from the Enlarged Board outlining the questions raised, the 
composition of the Board, and opening the case to third party statements, 41 amicus curiae 
briefs were filed by interested parties.82 Within these briefs a wide-ranging display of various 
publics interests can be identified, including various opinions from the agritech industry, law 
firms, intellectual property offices, national governments, activist groups, individuals, and 
more. Opinions were understandably mixed. Many discussed the (in)admissibility of the 
referral and others ignored this point to focus on the (il)legality of Rule 28(2) EPC and the 
patentability of products resulting from essentially biological processes.  
 
Notably, the series of events leading up to this created a catch-22 situation for some. Those 
who believed the introduction of Rule 28(2) EPC was beyond the competence of the 
Administrative Council, that the President’s questions were inadmissible, and simultaneously 
that products resulting from essentially biological processes should not be patentable, were in 
a no-win situation. Indeed, prior to the Referral, the Chartered Institute of Patent Attorneys 
(CIPA) released a position paper outlining the ways in which the situation could be resolved 
in a lawful manner.83 The possible outcomes included accepting the way in which Article 53(b) 
EPC was interpreted by case law, an amendment of EU law followed by an amendment of the 
EPC, and postponing any further actions until a decision had been made by the CJEU, and did 
not include a referral to the Enlarged Board. Notwithstanding, the Referral was made.  
 
Given the serious uncertainty within the community over the admissibility of the referral, the 
Enlarged Board’s acceptance was met with astonishment, as was the decision itself.  
 
4.5 G3/19 Peppers (follow-up to Broccoli II and Tomatoes II) 
 
In G3/19, the Enlarged Board of Appeal decided that the President’s Referral was admissible, 
that Rule 28(2) EPC should not be disregarded, and, contrary to its own precedent in Broccoli 
& Tomatoes II, that products resulting from essentially biological processes are not patentable 
(again).84 The Enlarged Board considered this question to be of fundamental importance for a 
number of reasons, none of which included the public interest in whether such products should 
be patentable. 
 
Before approaching the question of admissibility, the Board re-phrased the questions referred.  
The first question related to whether the Administrative Council could adopt or amend Rules 
that interpret an Article in a way that differs from a previous interpretation. The second had 
asked whether the exception in Rule 28(2) EPC was in conformity with Article 53(b) EPC. The 
Enlarged Board made the questions more specific to avoid giving the Administrative Council 
‘carte blanche to deviate from established case law and give a particular meaning to any Article 
of the EPC by means of the Rules of the Implementing Regulations,’ to remove the opinion of 
the President from the second question, and to place the focus of the question on the intention 
of the referral in the first place – to determine, following developments in the area, whether 
products resulting from essentially biological processes were patentable.85 The questions were 
re-phrased as follows: ‘Taking into account developments that occurred after a decision by the 

 
82 The amicus curiae briefs are available at https://www.epo.org/law-practice/case-law-
appeals/eba/number.html.  
83 CIPA, ‘Patenting of Plants in Europe Position Paper’ (2019) available at: https://www.cipa.org.uk/policy-and-
news/briefing-papers/position-paper-on-patenting-of-plants-in-europe/.  
84 G3/19 Peppers (follow-up to ‘Broccoli II’ and ‘Tomatoes II’) of 14 May 2020 (G3/19). 
85 G3/19, II.5. 
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Enlarged Board of Appeal giving an interpretation of the scope of the exception to patentability 
of essentially biological processes for the production of plants or animals in Article 53(b) EPC, 
could this exception have a negative effect on the allowability of product claims or product-
by-process claims directed to plants, plant material or animals, if the claimed product is 
exclusively obtained by means of an essentially biological process or if the claimed process 
feature define an essentially biological process?’86  
 
Moving forward on that basis, on the admissibility of the referral the Enlarged Board discussed 
different cases where the Boards of Appeal have determined whether a Rule can have an impact 
on a previous interpretation of an Article. Earlier case law (including T272/95) had decided 
that the Rules can have an impact on the interpretation of an Article, whereas the Peppers case 
ruled that they could not.87 As a result, there were two different decisions from two Boards of 
Appeal, which was enough to fulfil the requirements of Article 112 EPC. 
 
On the patentability of products resulting from essentially biological processes, the Enlarged 
Board discussed the usual methods of interpretation (grammatical, systematic, teleological, 
historical) and used a dynamic interpretation to come to the conclusion that such products were 
not patentable. A dynamic interpretation allows for the consideration that previous 
interpretations of provisions are not ‘carved in stone’, but are subject to later developments if 
their former interpretation would conflict with the legislator’s intention.88 The Enlarged Board 
endorsed the conclusions arrived at in Broccoli and Tomatoes II, but acknowledged that Article 
53(b) did not prohibit a broader understanding of the exception either.89 It was recognised that 
with the introduction of Rule 28(2) EPC, the legal and factual situation underlying Broccoli 
and Tomatoes II had substantially changed.90 Considering that the majority of Contracting 
States had voted in favour of the implementation of Rule 28(2) EPC, and that many did not 
allow for patents on such products already, the Enlarged Board concluded that this displayed a 
clear legislative intent against the patentability of products resulting from essentially biological 
processes, which called for a dynamic interpretation of Article 53(b) EPC.91 The approach 
taken in Broccoli and Tomatoes II was therefore abandoned.92 
 
The decision has been strongly criticised, mainly in relation to the competence of the 
Administrative Council in implementing Rule 28(2) EPC in the first place, and the Enlarged 
Board’s minimal consideration of the point. Many of the amicus briefs raised the issue of the 
separation of powers between the Boards of Appeal of the EPO and the Administrative Council 
in this regard. The Enlarged Board found that there was no foundation for this argument give 
the ‘particular structural organisation and constitution of the EPOrg’. 93 Many have perceived 
this decision as a political one, without legal basis.94 Indeed, the changes introduced by Rule 
28(2) EPC completely contradict previous interpretations of Article 53(b) EPC, a change that 
should have only been achieved through unanimity.  
 

 
86 G3/19, III.3. 
87 G3/19, VI.5.1, 5.2. This approach has been considered ‘unusual’ because the earlier case law maintained the 
approach of the Boards rather than completely changing it, as elaborated in: Matthieu Dhenne, ‘G3/19: peppers 
that remain across the throat’ (2021) 43(2) EIPR 119, 120. 
88 G3/19, XX, XXI, XXII.  
89 G3/19, XXXVI.3.  
90 G3/19, XXXVI.3, XXVI.4. 
91 G3/19, XXVI.7. 
92 G3/19, XXVI.8. 
93 G3/19, XXV.3. 
94 Dhenne (2021) 120. 
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This decision is clearly notable for numerous reasons. Despite the continued debate over the 
legality of the Administrative Council’s actions, a decision has been made. For the purposes of 
this chapter, what is highly relevant is the atypical decision of the Enlarged Board to endorse 
a broad reading of the exception. In doing so, it has somewhat re-balanced the situation caused 
by Broccoli & Tomatoes II. That products resulting from essentially biological processes are 
not patentable is a success from a societal perspective. This decision shifts the balance back 
towards the public interest in access and will likely bring about multiple benefits in relation to 
farmers rights, crop development, and food security. 
 
Although this broad interpretation and the end result is beneficial to society, it is a rare 
exception to the norm, and it will always be marred by its political controversy. 
 
4.6 Evaluation 
 
An examination of European case law and other developments in relation to Article 53(b) EPC 
provides clearly perceptible examples of a shifting balance.  
 
In earlier case law, a narrow interpretation of the exception is applied and the resulting impact 
on access leaves the relevant public at risk. Allowing patents on products of essentially 
biological processes leads to a situation of legal erosion, an erosion of the balance that the 
provision seeks to maintain. Even considering this aspect of the public interest is rejected by 
the Boards as something that is beyond them. However, given the presence of the balance 
within the system itself, it is something that ought to, and needs to be considered in more depth.  
 
In most recent case law, there has been a complete reversal of the position taken on Article 
53(b) EPC. This is a significant departure from precedent. However, this rare example of a 
broader interpretation of an exception to patentability by the Enlarged Board cannot be put 
down to a consideration of the public interest. This aspect of the case was not even discussed 
in G3/19 and the decision itself is tarnished by the surrounding political controversy from 
which it cannot be detached. Although the result of this decision is welcome, the manner in 
which it was achieved is regretful. 
 
Responses in practice will tell another story. G3/19 was relevant to more than 250 cases before 
the Examining Division, Opposition Division or Boards of Appeal and previous decisions are 
currently being amended as a result.95 Drafting practices will have to change as well as 
protection practices in relation to patent and plant variety rights.  
 
The potential for a balance in this area exists. A suggestion was made in T297/88 that a referral 
to the Enlarged Board to re-examine the interpretation of a provision should be possible if it 
were in the public interest to do so given developments of a legal or technical nature.96 Sharing 
some similarities with the dynamic approach towards interpretation, G3/19 raises the 
possibility that this approach could be used more often in order to take developments into 
account. This could be essential in relation to developments in existing technologies and 
emerging technologies. However, without explicit consideration and acknowledgement of the 
broader public interest, progress remains questionable. 
 
5. Invoking the Public Interest 

 
95 T2840/18 Broccoli type/SEMINIS of 19 February 2021. 
96 T297/88 Nimodipin II of 5 December 1989, 2.4.iii. 
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The points on narrow interpretations having an impact on the patent balance raised by the 
evaluation of the interpretation of Article 53(b) EPC are by no means exclusive to that 
provision. They are particularly apparent in the evaluation of most of the exceptions and 
exclusions to patentability. This practice has a significant impact on the balance between 
private rights and access, often tilting it in favour of the patentee.  
 
As mentioned above, the public policy and morality exception is one of the core means by 
which the public interest can be invoked. However, when raised the results are mixed. In 
Novartis II, the provision was narrowly interpreted. Even when the public interest is core to a 
decision, Boards appear to shy away from making determinations on this basis. For example, 
it was stated that: ‘the objections to patentability submitted by Greenpeace under Article 53(a) 
EPC fall outside the scope of the referred questions. The Board recognizes that these objections 
raise questions which are of interest to the public…The EPO has not been vested with the task 
of taking into account the economic effects of the grant of patents in specific areas and of 
restricting the field of patentable subject-matter accordingly.’97 This attitude was also apparent 
in relation to Article 53(b) EPC. Given the wording of the public policy and morality provision, 
the focus is directed to the ‘publication or exploitation of the invention,’ which is a useful way 
for Boards to diverge from considerations of the invention itself.98 The Guidelines for 
Examination also state that: ‘This provision is likely to be invoked only in rare and extreme 
cases. A fair test to apply is to consider whether it is probable that the public in general would 
regard the invention as so abhorrent that the grant of patent rights would be inconceivable.’99 
This raises a significantly high bar, particularly for emerging technologies where many relevant 
factors are unknown. If the public policy and morality provision is applicable in only very rare 
circumstances, there is the possibility of expanding its scope.100 However, consideration of the 
public interest as a separate concept could also be taken further and applied more broadly.  
 
An additional option is to introduce an open and clear provision to invoke the public interest 
in relation to any stage of the patent life cycle. As well as having the public interest baked into 
legislation, a separate provision requiring its consideration, especially in the case of emerging 
technologies, would add an additional layer of societal considerations. Criteria for patentability 
are often used as policy levers.101 This is an essential feature of the patent system and assists 
in maintaining a balance between private rights and access. However, this is subject to 
individual judicial discretion. When there is a reluctance to consider societal interests in the 
first place, there is no lever to turn. Introducing a public interest provision (or lever) that would 
require a more detailed consideration of the public interest as it relates to the balance between 
private rights and access may result in a patent system that considers the societal impact of 
patents more substantially. Ideally, particularly for emerging technologies, this lever could be 
used at any stage of the patent life cycle to ensure that uses of inventions revealed later can 
also be taken into account.  
 

 
97 G1/98 Transgenic plant/NOVARTIS II of 20 December 1999, 3.9. 
98 T1213/05 Breast and ovarian cancer/UNIVERSITY OF UTAH of 27 September 2007, 53. 
99 EPO Guidelines for Examination, March 2021, G.II.4.1. 
100 For more on expanding the scope of this provision, see: Karen Walsh and Naomi Hawkins, ‘Expanding the 
Role of Morality and Public Policy in European Patent Law’ in Paul Torremans (ed), Intellectual Property Law 
and Human Rights (4th ed, Wolters Kluwer 2020); and Justine Pila, ‘Adapting the ordre public and morality 
exclusion of European patent law to accommodate emerging technologies’ (2020) 38 Nature Biotechnology 
555.  
101 Dan L Burk and Mark A Lemley, ‘Policy Levers in Patent Law’ (2003) 89(7) Virginia Law Review 1575. 
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Furthermore, for such matters, this cannot be an individual decision. If such an issue is raised 
it requires the introduction of an external panel with representative of all interest groups, 
including society representatives. Public interest issues need to be central to discussions, 
especially a consideration of the possible detrimental impact granting the patent would have 
on society and the various publics and interests that encapsulates.  
 
6. Conclusion 
 
Despite its indefinable nature, the public interest forms a significant part of the European patent 
system in force today. It is inherent in the balance that the patent system seeks to achieve 
between private rights and access to innovation. This balance is attempted through the terms 
of the patent bargain: the bargain that society is restricted from accessing a protected invention 
for a certain period of time in order to reward the inventor and encourage further innovation. 
 
The public interest is present on both sides of this bargain, and it is clear from Section 3 that 
balancing the public interests was a key factor in the development of European patent 
legislation. However, the practice of narrow interpretations resulting in an increased grant of 
patents has shifted the balance towards the most powerful patentees and away from those in 
need of access. The public interest is baked into European patent legislation, and as such it 
does not appear to be given much additional consideration. The legislation only provides the 
opportunity for the public interest to be invoked in very particular circumstances, such as the 
public policy and morality exception, which itself will only be successful in rare and extreme 
circumstances. This also limits the interpretation of these provisions by the courts. 
 
The examination undertaken in Section 4 displayed a situation in which the balance was tilted 
in favour of patentees and subsequently re-balanced by later case law. However, this is a very 
rare reversal that is surrounded by political controversy. Typically, judicial bodies shy away 
from considerations of a societal nature. However, without more in-depth considerations of the 
publics interests, patentability has been extended into areas previously thought to be against 
the public interest. As a result, it is being diluted and its presence within the patent balance is 
being diminished. With recognised technologies there have been attempted erosions of 
previously embedded principles that were anchored by the public interest. With emerging 
technologies, consideration of the public interest is particularly important in order to avoid 
overly broad patents and excessive patents being granted in areas that may not yet be fully 
developed.  
 
It is imperative that the public interest is at the forefront of decision-making for all inventions 
so that the balance created by the patent system no longer disproportionately benefits the most 
powerful patentees. In order to encourage this practice, this chapter has suggested the 
introduction of a mechanism by which the public interest can be invoked at any stage of the 
patent life cycle. A true balance between private rights and access in a way that elevates the 
publics interests is crucial to delivering a more equitable patent system. When power is shifting 
towards the most powerful patentees and away from public access, this imbalance needs to be 
assessed and addressed.  
 
 


